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Th MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely Wed 
after SIX (6) MONTHS from the mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on 15 November 2002 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 1 1 , 453 O.G. 21 3. 
Disposition of Claims 

4) S Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) 10-13 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) S Claim(s) 1-9. 14 and 15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a>n All b)D Some*c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Drattsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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The following is a quotation of the first paragraph of 35 
U.S.C. § 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and use 
the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 1-9 are rejected under 35 U.S.C. § 112, first 

paragraph, as containing subject matter which was not described 

in the specification in such a way as to reasonably convey to one 

skilled in the relevant art that the inventor (s), at the time the 

application was filed, had possession of the claimed invention. 

Applicants' claim limitation "having granulometry between 10 and 

2000 microns" is seen to be new matter. It is acknowledged that 

the granulometry is identified within the specification. Page 9 

lines 21-25 and page 10 lines 15-16 recite and discuss the 

granulometry limitation. In each instance this limitation is 

referred to as an average granulometry. The claim now recites a 

minimum and maximum i.e. 10 being the minimum and 2000 being the 

maximum. There is no support in the specification for a minimum 

granulometry of 10 'microns. The specification is supportive of 

an average granulometry of 10 microns. When one has an average 

granulometry of 10 microns, it would be understood that there 

would be some particles less than 10 microns as well as greater 

than 10 microns and that the size distribution would be such that 



{ 
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the average of this distribution would be 10. There is simply no 
support in the specification for the minimum and maximum 
granulometry limitation as now claimed. 

The following is a quotation of 35 U.S. C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Claims 1-9, 14 and 15 are rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Lim et al . or Suominen. 

The rejection as set forth under 35 U.S.C. § 103 in Paper 
No. 7 is deemed proper and is herein repeated. 

Applicants' newly amended claims as well as the remarks 
filed in support thereof have been fully considered but have been 
deemed to be not persuasive. 

With respect to Lim, applicants allege that this patent is 
directed to a more complicated method for producing a 
biodegradable material which includes the cereal grains and 
cross-linking agents. Applicants note that the cross-linking 
agents contemplated by the prior art are not polymers per se. 
This is not persuasive. Applicants' invention is directed to a 
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two component composition, one being a cereal grain and the 
second being a polymer. The Lim patent clearly suggests 
utilizing the cereal grain in combination with the polymer so as 
to form a biodegradable material . See columns 5 and 6 . 
Specifically the polymers are identified at column 6 lines 28+. 
The thermoplastic compositions formulated by the Lim patent are 
seen to incorporate the cereal flour and one polymer and be 
biodegradable. As such, applicants' claims are rendered prima 
facie obvious from this disclosure. 

Applicants argue that the Suominen patent requires the 
cereal grain be processed to achieve a small size. Applicants 
have amended the claims so as to require a size which is intended 
to be larger than that as shown in the prior art. This is not 
persuasive. As set forth supra, the size limitation as amended 
is seen to be new matter. In any event there is a clear overlap 
between the size at the 10 micron size. Furthermore, the reason 
the prior art desires a small size particle is to produce a thin 
film. One of ordinary skill in the art would readily appreciate 
that when a thin film is desired, then small particles are 
desired as well. It would reasonably follow that if one were 
formulating a thicker film or molded object, then the larger 
particles would be acceptable. As such, the claimed limitation 
is seen to be prima facie obvious from the prior art . 
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THIS ACTION IS MADE FINAL. Applicants are reminded of the 
extension of time policy as set forth in 37 C.F.R. § 1.136(a). 
The practice of automatically extending the shortened statutory 
period an additional month upon the filing of a timely first 
response to a final rejection has been discontinued by the 
Office. See 1021 TMOG 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 

ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 

ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 

OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 

IS NOT MAILED UNTIL AFTER THE END OF THE THREE -MONTH SHORTENED 

STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 

ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 

PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 

MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 

STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 

THE DATE OF THIS FINAL ACTION. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Peter D. 
Mulcahy, whose telephone number is (703) 308-2449. The examiner 
can normally be reached on Tuesday through Friday from 7-30 A M 
to 6 : 00 P.M. 

The fax telephone number for this group is (703) 305-3599. 
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Any inquiry of general nature or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-2351. 



P. Mulcahy : cdc 
January 27, 2003 




